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-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 1 36(a) In no event, however, may a reply be timely fiied 
aMer SIX (£■) MONTHS from the mailing date of this communication 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely 

- It NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U S C § 133) 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment See 37 C FR 1 704(b) 

Status 

1 )□ Responsive to communication(s) filed on 28 July 2003 . 
2a)D This action is FINAL. 2b)[x] This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) H Claim(s) 20,24,27-39 and 44-51 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) Q Claim(s) 20,24,27-39 and 44-51 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
1 1 )□ The proposed drawing correction filed on is: a)D approved b)D disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) D The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

20 Certified copies of the priority documents have been received in Application No. . 

3.D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application). 

a) D The translation of the foreign language provisional application has been received. 

15) Q Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary {PTO-41 3) Paper No(s). . 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) O Notice of Informal Patent Application (PTO-152) 

3) H Information Disclosure Statement(s) (PTO-1449) Paper No{s) 4. 6) D Other: 
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1 . Receipt is acknowledged of the restriction response filed July 28, 2003. 



2. Claims 20, 24, 27-39 and 44-51 are now pending in this application. 
Claims 1-19 21-23, 25-26 and 40-43 have been cancelled. 

3. Applicant has elected without traverse Group V, claims 27-32 and 44-48. 
Claims 20, 24, 33-39 and 49-51 as indicated will be examined with the 

above elected invention. 

Thus, claims 20, 24, 27-39 and 44-51 will be examined. 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 20, 24, 33-39 and 49-51 are rejected under 35 U.S.C. 101 because 
the claimed invention lacks patentable utility. The claimed language is not appropriate 
in meeting the guidelines of having a specific suitable utility for the claimed subject 
matter. 
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5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 20, 24, 27-39 and 44-51 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for the example(s) in the 
specification having the essential steps for the production of hydrocarbon gas, does not 
reasonably provide enablement for the claimed subject matter which includes any 
"organism", "an enzyme" and "mixtures thereof. The specification does not enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the invention commensurate in scope with these claims drawn to the 
elected invention. 

The written description pertaining to "organism" is broader than the enabling 
disclosure. There is no written description as to the scope of the "enzyme" as well as 
enabling disclosure for the enzyme as well as "mixtures thereof for the elected 
invention. The essential step of "converting" in claim 20 is lacking. 

The term "bacteria" is broader than the enabling disclosure as well as the 
essential step for the reduction step to form the gas. 

To fulfill the written description requirement, a specification must describe an 
invention and do so in sufficient detail that one skilled in the art can clearly conclude 
that "the inventor invented the claimed invention." Lockwood v. American Airlines, Inc., 
107 F.3d 1565, 1572, 41 USPQ2d 1961, 1966 (1997); In re Goste//, 872 F.2d 1008, 
1012, 10 USPQ2d 1614, 1618 (Fed. Cir. 1989) (" [T] he description must clearly allow 
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persons of ordinary skill in the art to recognize that [the inventor] invented what is 
claimed."). Thus, the written description requirement is satisfied "by describing the 
invention, with all its claimed limitations, not that which makes it obvious and by using 
"such descriptive means as words, structures, figures, diagrams, formulas, etc., that set 
forth the claimed invention." Lockwood, 107 F.3d at 1572, 41 USPQ2d at 1966. 

Accordingly, an adequate written description of the desired processes to prepare 
broad claimed "useful product" requires more than a mere statement that it is part of 
the invention which lacks a functional property as well as specific compounds and 
starting materials which specification conveys no distinguishing information concerning 
useful product identity or its functional property. 

6. The following is a quotation of the appropriate paragraphs of 35 

U.S.C. 102 that form the basis for the rejections under this section made in this Office 



A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 



Claims 20 and 49 are rejected under 35 U.S.C. 102(b) as anticipated by Lowther 
U.S. 4,178,239, see entire disclosure. 



action: 



7. 



Additional references cited of interest. 



8. 



No claim is allowed. 
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9. Any inquiry concerning this communication or earlier communications from 

the examiner should be directed to Examiner Lilling whose telephone number is 
(703) 308-2034 and Fax Number is for applications Before Final (703) 872-9306 and 
After Final for applications is 703-872-9307 or SPE Michael Wityshyn whose telephone 
number is (703) 308-4743. Examiner can be reached Monday-Thursday from about 
5:30 A.M. to about 3:00 P.M. Any inquiry of a general nature or relating to the status of 
this application should be directed to the Group receptionist whose telephone number is 
(703) 308-0196. 



H.J. Lilling: HJL 
(703) 308-2034 
Art Unit 1651 



August 14, 2003 

Dr. Herbert" J. Lilling 
Primary Examiner 
Group 1600 Art Unit 1651 



